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after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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Status 
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2a)D This action is FINAL. 2b)G3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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4) S Claim(s) 1-40 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 
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7) D Claim(s) is/are objected to. 
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Application Papers 

9) D The specification is objected to by the Examiner. 

10) E3 The drawing(s) filed on 17 February 2004 is/are: a)IE accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

Claim 5 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

The recitation of claim 5 of "The solids separation system of claim 6" is obviously 
a mistake; therefore, it is vague and indefinite as to what claim number the applicant 
actually intends to have claim 5 depend from. One way to correct this problem would be 
to change the recitation of "The solids separation system of claim 6" to —The solids 
separation system of claim 4™. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 103(a). 

Claims 1-40 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gipson et al. 

Regarding claims 1-40; Gipson et al. who disclose a process for removing solid 
particles from flowing fluids in an apparatus comprising a production well (1 1 ) 
connected to an end of an entry line (12) of a solids separation system, the solids 
separation system further comprising: a hydrocyclone (14) having an inlet connected to 
another end of the entry line (12), the entry line (12) having a valve; the hydrocyclone 
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(14) further including an overflow outlet connected to an overflow line (15) and an 
underflow solids outlet connected to an underflow solids line (17a), the overflow line 

(15) having a valve and the underflow solids line (17a) having multiple valves, with one 
of the valves being a choke valve. (Fig. 1) 

Regarding claims 1, 2, 10-15, 17-22, 26-34 and 38-40; Gibson et al. discloses 
the claimed invention but fails to teach that his hydrocyclone (14) is the type as claimed 
in claims 1 , 2, 10-15, 17-22, 26-34 and 38-40. It is considered that it would have been 
obvious to one having ordinary skill in the art at the time the invention was made that 
Gibson et al.'s hydrocyclone be of the type claimed in claims 1, 2, 10-15, 17-22, 26-34 
and 38-40 since that type of hydrocyclone is conventional. 

Regarding claim 3; Gibson et al. suggest the claimed invention as discussed 
above but fails to teach that his separation system is mounted on a frame. It is 
considered that it would have been obvious to one having ordinary skill in the art at the 
time of the invention to have mounted Gibson et al.'s separation system on a frame, 
because it is well known to mount things on a frame. 

Regarding claim 4-6 and16; Gibson et al. suggest the claimed invention as 
discussed above but fails to teach that his valves are of the type claimed in claims 4-6 
and 16. It is considered that it would have been obvious to one having ordinary skill in 
the art at the time of the invention that Gibson et al.'s valves are of the type claimed in 
claims 4-6 and 16, because the type of valves claimed are conventional valves. 

Regarding claims 7-9, 23-25 and 35-37; Gibson et al, suggest the claimed 
invention as discussed above but fails to teach the instantly claimed second inlet. It is 
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considered that it would have been obvious to one having ordinary skill in the art at the 
time of the invention for Gibson et al.'s hydrocyclone to have a plurality of inlets 
because a lot of hydroyclones have a plurality of inlets. Furthermore, it has been held 
that mere duplication of the essential working parts of a device involves only routine skill 
in the art. St. Regis Paper Co. v. Bemis Co.. 193 USPQ 8. 

Prior Art 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Ford et al., who discloses a hydrocyclone, which includes many 
of the features of the applicant's hydrocyclone, but fails to teach that his hydrocyclone 
includes valves. Benzon, who discloses a hydrocyclone, which includes many of the 
features of the applicant's hydrocyclone including multiple inlets, but fails to teach that 
his hydrocyclone includes valves. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David A. Reifsnyder whose telephone number is (571) 
272-1 145. The examiner can normally be reached on M-F 9:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wanda M. Walker can be reached on (571 ) 272-1 151 . The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



David A Reifsnyde 
Primary Examiner 
Art Unit 1723 




DAR 



